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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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1)13 Responsive to communication(s) filed on 12 August 2004 . 
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DETAILED ACTION 

1. Claims 12 is withdrawn from further consideration pursuant to 37 CFR 1.142(b) 
as being drawn to a nonelected invention, there being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on 8/12/04. 

2. Applicant's election without traverse of claims 1 -1 1 and 1 3-20 in the reply filed on 
8/12/04 is acknowledged. 

3. Figure 5 should be designated by a legend such as -Prior Art- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .121(d)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

4. Claim 5 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The phrase "the waterproof material" (cl 5) lacks antecedent basis in the claim. 
Correction is required. 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1,2,3 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Chen (USPN 5778473). Chen teaches the claimed process as evidenced by figs 1-9. 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 4-9 and 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chen (USPN 5778473). The above teachings of Chen are incorporated 
hereinafter. In regard to claim 4, the use of material that is substantially planar is a 
mere obvious matter of choice dependent on material availability and of little patentable 
consequence to the claimed process since it is not a manipulative feature or step of the 
claimed process. Further, substantially planar material is well-known in the molding and 
shoe art. Thus, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to use substantially planar material in the process of Chen in 
order to make storing of the material easier, in regard to claim 5, the use of a single 
piece of waterproof material is a mere obvious matter of choice dependent on material 
availability and of little patentable consequence to the claimed process since it is not a 
manipulative feature or step of the claimed process. Further, single pieces of 
waterproof material are well-known in the molding and shoe art. Thus, it would have 
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been obvious to one of ordinary skill in the art at the time the invention was made to use 
a single piece of waterproof material in the process of Chen in order to reduce molding 
complexity and ensure waterproofing of the lower. In regard to claims 6-8, the use of a 
specific material is a mere obvious matter of choice dependent on material availability 
and of little patentable consequence to the claimed process since it is not a 
manipulative feature or step of the claimed process. Further, the claimed materials are 
well-known in the molding art for its strength and cost. Thus, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to use the 
claimed material in the process of Chen in order to produce a high-quality shoe. In 
regard to claim 9, it is well-known in the molding and shoe art to seal seams by 
stitching. Thus, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to seal the seams of Chen by stitching in order to reduce 
molding complexity without sacrificing quality. In regard to claim 1 1 , Chen teaches 
disposing a liner adjacent to an inner surface of the lower or an inner surface of the 
upper through the top opening of the upper and attaching the liner to the inner surface 
of the lower or the inner surface of the upper. Chen, however, does not teach disposing 
the liner through the bottom opening of the lower. The disposition of the liner through 
the bottom opening of the lower is mere obvious matter of choice dependent on 
material type and of little patentable consequence to the claimed process since it is not 
a manipulative feature or step of the claimed process. Further, disposing through the 
top of a preform is a well know substitutable alternative to disposing through the bottom 
of a preform. Thus, it would have been obvious to one of ordinary skill in the art at the 
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time the invention was made to dispose the liner of Chen through the bottom opening of 
the lower in order to reduce the risk of damaging the liner. In regard to claim 1 3, Chen 
teaches waterproof sealing by disposing a liner adjacent to an inner surface of the lower 
or an inner surface of the upper through the top opening of the upper and attaching the 
liner to the inner surface of the lower or the inner surface of the upper. Chen, however, 
does not teach accessing through the bottom opening of the lower. The disposition of 
the liner through the bottom opening of the lower is mere obvious matter of choice 
dependent on material type and of little patentable consequence to the claimed process 
since it is not a manipulative feature or step of the claimed process. Further, disposing 
through the top of a preform is a well know substitutable alternative to disposing through 
the bottom of a preform. Thus, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to dispose the liner of Chen through the bottom 
opening of the lower in order to reduce the risk of damaging the liner. 
9. Claims 14-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chen (USPN 5778473) in view of Norton et al (USPN 6670029). In regard to claim 14, 
Chen teaches the basic claimed process including a method of making a waterproof 
boot (figs 1-9); forming a lower from a rubber waterproof material, wherein the lower has 
an upper perimeter defining a top opening and a lower perimeter defining a bottom 
opening (figs 1-9); attaching the perimeter of the upper portion of the lower and a 
complementary lower portion of an upper to form a seam connection (figs 1-9); sealing 
the seam and the seam connection in a waterproof manner by accessing the seam and 
seam connection through the top opening of the upper (figs 1-9); and sealing the bottom 
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opening of the lower with a gasket in a water proof manner to form a footbed of a 
waterproof bed (figs 1-9). Chen, however, does not teach using a substantially planar, 
generally U-shaped piece of rubber; and accessing through the bottom opening of the 
lower. Norton et al teach molding a lower of a boot from a single piece of substantially 
planar, generally U-shaped piece of material. Chen and Norton et al are combinable 
because they are analogous with respect to forming a lower. Thus, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to form the 
lower of Chen from a single piece of substantially planar, generally U-shaped piece of 
material as taught by Norton et al in order to reduce molding complexity. In regard to 
accessing through the bottom opening of the lower, Chen teaches disposing a liner 
adjacent to an inner suri'ace of the lower or an inner surface of the upper through the 
top opening of the upper and attaching the liner to the inner surface of the lower or the 
inner surface of the upper. Chen, however, does not teach disposing the liner through 
the bottom opening of the lower. The disposition of the liner through the bottom 
opening of the lower is mere obvious matter of choice dependent on material type and 
of little patentable consequence to the claimed process since it is not a manipulative 
feature or step of the claimed process. Further, disposing through the top of a preform 
is a well know substitutable alternative to disposing through the bottom of a preform. 
Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to dispose the liner of Chen through the bottom opening of the 
lower in order to reduce the risk of damaging the liner. In regard to claim 16, 17 and 19, 
such are taught by Chen (figs 1-9c). In regard to claims 15, the specific location of a 
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seam on the lower is a mere obvious matter of choice dependent on final design and of 
little patentable consequence to the claimed process since it is not a manipulative 
feature or step of the claimed process. Further, heel seams are well-known in the 
molding and shoe art. Thus, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to locate the seam of Chen (modified) at the heel 
in order to enhance aesthetic appeal of the boot. In regard to claim 1 8, the use of 
stitches to seal the seams is a mere obvious matter of choice dependent on final design 
and of little patentable consequence to the claimed process since it is not a 
manipulative feature or step of the claimed process. Further, stitched seams are well- 
known in the molding and shoe art. Thus, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to stitch the seams of Chen in order to 
increase aesthetic appeal of the boot. In regard to claim 20, Chen teaches disposing a 
liner adjacent to an inner surface of the lower or an inner surface of the upper through 
the top opening of the upper and attaching the liner to the inner surface of the lower or 
the inner surface of the upper. Chen, however, does not teach disposing the liner 
through the bottom opening of the lower. The disposition of the liner through the bottom 
opening of the lower is mere obvious matter of choice dependent on material type and 
of little patentable consequence to the claimed process since it is not a manipulative 
feature or step of the claimed process. Further, disposing through the top of a preform 
is a well know substitutable alternative to disposing through the bottom of a preform. 
Thus, it would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to dispose tlie liner of Chen through the bottom opening of the 
lower in order to reduce the risk of damaging the liner. 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Chen (USPN 6065227) teaches the state of the art. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to EDMUND H. LEE whose telephone number is 
571.272.1204. The examiner can normally be reached on MONDAY-THURSDAY 
FROM 9AM-4PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Colaianni can be reached on 571 .272.1 196. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (BBC) at 866-217-9197 (toll-free). 
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